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REMARKS 

Claims 1 -1 9, 21 -33, 35-40, 42-44, and 46 were porfing and rejected by the 
non-fined OJSBbc Action. No dsums have been cancdl^ and no rew matter has been added ty 
way of this amendment. Thus, Claims M9, 21-33, 35-40, 42-44, and 46 are curreMly 
pending. AppHcants lespecrfulb" request &vorable tecon^ 
in view of tte following remade. 

Objection to the Drawings 

Various typogr^Wcal errors to the formal drawings have been addressed as discussed 
inthesecdon&ititled''Am^K]ment5 totheDrawtDgs"^^ However, rtie drawipgs were also 
olgectedtoasMing to comply with 37 CFRL84(pX5X The Office Actions states that the 
description does not mention reference sign 317, w*ich is refined to in Fig. 3. Applicants 
r^pectfiilly point out that the reference sign 317 spears on p^e 15, line 2, of the original 
patent application. In particidar, the disdosui^ redtes: ^In certain anbodime^ 
mvention. the adde 1 regenerator 316 can be selectably dis^led (or bypassed), by a switdi 317, 
so thai the signal to the local Tl spm is not r^enerated." (P^e 15, lines 1-3.) Therefore, 
Applicants r^pectfiilly request that this objection be withdrawa 

ObiectioM to Claims 2 and 43 

Oaim 3 was otgected to by the Examinef under 37 CF.R L75 (c) as being of in^jroper 
dependent form for faUfag to further limit the subject matter of a previous claim. The 
Applicants note that claim 2 was inadvertently presented as a duplicate of claim 3 in the 
Applicant's prior amendment in response to the 1 1/06/03 OflQce Action Applicant did not 
intend to amend claim 2 in iiesponse to the 1 1/06/03 Office Action. Applicant has restored 
daim 2 to its original form herein, specificallyr *The repeater of claim 1. wherein the first 
signal transmission path further comprises a first signal regenerator; and toe second signal 
transmission path further comprises a second signal regenerator," \Wth restoration of claim 2, 
Applicants respectfully submit tiiat the objection under 37 C.RR 1.75 (c) has been ttiet. 
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Similarfy, tt appears ftat Applicant's Response to the 1 1/06/03 OflRce Action had a 
typographical error in claim 43. SpedficaUy, the fourth ©lenient of claim 43 in the Response 
to the 1 1/06/03 Office Acti<m recited ^'a X oond input port . . " Tlie fourth deitKnt of daim 43 
^ould have remafeed the sajjK as it was as origijia^ "a second iopm 

port. . " Applicant has restotBd dawn 43 to its original form herein. 


aalm ReiectioBs - 35 US.C. S 112 
Section 1 12. Paragraph 1 - Enablement nf rJaiim ] i ^17^ o^j^f. 

Qairas 1 1 and 23-26 were rejected under 35 U.S.C. § 1 12, first par^graj*, for foiling 
to comply with the enablemon requirement. The Federal Circuit has interpr^ed § 112, fiist 
paraigraph, to require '*rtiat the clain^ invaation be enabled so that any person skilled in die 
art can tnake and use the inv^tion without imdue e:q>erutnentation. In re Wands^ %S% F.2d at 
737, 8 USPQ2d at 1404 (Fed. Or. 1988X» MPEP 2164,01. However, '^ijn order to make a 
r^eciion, the examiner has the initial burden to establish a reasonable basis to question tihe 
eoahlemait provided for the claimed invention. In re Wright, 999 F.2d 1557, 1562, 27 
USPQ2d 1510, 1513 (Fed. Cir. 1993).*^ MPEP 2164.04. Impoitamly, -^fa] patent need not 
teadi, and preferably onrits, what is wefl known in the art. In re Buchner, 929 F.2d 660, 661, 
18USPQ2d 1331, 1332 OFed. Cir. 1991)." MPEP 2164.01. AppUcants respectfully traverse 
the rgections. 

R^arding claims 1 1, 23, and 25, the Examiner asserts that lt]he specification does 
not provide suflSdent details to enaWe one skilled in the art to make and use" claims 1 1 , 23^, 
and 25 because '"it does not adequately describe . . . how to de-activale both loopback circuits 
with a loop-down code received at one inyput; [tjhc specification does not provide enou^ 
details about the structure and operation of the dements associated witfi the above identified 
daimed features to enable one skilled in the art to make and use the invention without undue 
experimentation." (P^)er No, 9 at page 3, paragraph 6.) 

Tlie Applicants respectfully submit that the oniginal spedfication, including the figures 
and claims, does satisfy the enablemsart requirement for claims 1 1, 23. and 25. Structurally, 
F%. 3 shows a srfiematic drawi^g of an embodiment that allows one of skin in the art witfiout 
undue experimentation to deactivate, for example, first and second toopback circuits on 
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leceiving a loopdown code io eilhar a first or a second loopback code detector In Fig, 3, a 

contToIte' 340 compmes code detectors 312 and 328. Code detector 312 coruxects to a firs t 

iaput at transfomifir 308 code detector 328 connects to a second input at transformer 

326, Additional^, Fig. 3 shows rd^ paths 318, 334, 350, and 348 that schcanaticallj- indicate 

jSrst, second, third, and fourth transmission paths, respectively, to cane of skill in the art 

in XemR of the operation of the eien^nts of an enibodiniB^,, the specification reads: 

*tt]he inputs to the controller 340 from ... the loopback code detectors 328 and 3 12 

deterrnine uiwch of the relay paths 318, 334, 348, and 350 are open and closed- (Page 13, 

tines 6^8.) In describing the operation of ezLeir^lary embodiments, the specification also reads: 

[RJemote control of the loopback circuitry of the repeater includes in-band md 
otit*of-*band loop-down codes. Code d^ectors 312 and 328 are configured to 
automatical^ detect in-band 3-bit and 5-bit toop-down codes as are known in the 
iiKlustry as well as out-of-band ESF loop-down codes. . - . Oqq industiy standard 
use of this out-of-band channel is for sending loopback control codes. The 
detection of a loop-down code by either detector 312 and 328^ whether ii>-band or 
out-of-band, resuhs in the controil^ 340 taking down edl dte active loops.^ 

(Page 1 8, line 21 through Page 19, line 6.) 

In order to enable claims 1 1 » 23, and 25, givcsti Fig. 3 and these excerpts from the 
spedficationf the patent need not teadi and piefferaWy omits what is well-known in the art. 
Buchner, 929 F.2d at 661; MPEP 2164.01. It is wdil known how to configure a controUer 
340, fi)r e?can[9>le, to open rel^s 318 and 334 wWe ctosicg relacys 350 and 348 upon d^ection 
of an out-of-band ESF loop-down code at ojo© of tibe input transformers 308 and 326 using 
code detectors 312 and 328. vSudhi a well-known configuration of a controller enaUes an 
enibodimezit to, in the Exanuner^s words, ^de-activate both loopback circuits with a loop- 
down code received at one input" (OfiSce Action at page 3, paragraph 6.) Thus, Applicants 
respectfiiUy submit thai the Examix]^ has not asserted areasonable basis to question the 
aoablenoent of daims 1 1, 23, and 25, JfHgft/, 999 F.2d at 1562. Fmthcrraore, claims 24 and 
26 depsTKl from claims 23 and 25, respectivdiy. Consequently, with respect to the clazms 11 
and 23-26, Applicants bdieve th^ have conQ3}ied with the ^labletnent requireraenl of § 1 12. 

Section 1 12. Parag ra ph 2 - Anteced^t Bases for Limitations in Claim 2-4 and 9 : 

The Examiner rejected claims 2-4 and 9 under 35 U,S.C. § 1 12, seccmd paragr^h, 
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dssertiiitg an itsuffident antecedent basis for certain limitations in these claims. Applicants 
r^ectfiilfy traverse these rejections. 

With regard to daiins 2 and 4, Applicants agree with the Examiner that Claim 2. as 
incoirectly suhnatted to the Office m a previous amendntent^ lacked an antecedesxtf basis for 
the Hmitation '"first signal regenerator**. However, as original^ suboodtted, claim 2 correctly 
recited: 

The rq[>eater of claim I, wharexn 

die first signal transmission path furdier conr^rises a first signal regenerator; 
and the second signal transmission path further con^rises a second signal regenerator. 

Siiace daim 2 has now be« restored to its original form. Applicants respectfully submit that 
"the first signal regmerator^ in daim 3 and '"the second signal generator" in claim 4 have a 
sufficient antecedent basis. 

With regard to the origio^ daim 9, ^pHcants agree wi* the Examiner that *^ 
second digital carrier link" in line 2 lacks a suflBidait antecedent basis. Ajq)licattts have 
ammded claim 9 to recite, in pertinent part, "a second digital carri^- link" xc^ead of *^e 
second digital carrier link^. This amendment is consistent with daim 1 and should satisfy § 
1 12, second paragraph, without changing the scope of claim 9. 

Finally, when reviewing the cMms^ h was rK>ted that **fi)nh" was nissspdled in claim 4 
saice it \s intended to be used as annmbar. The spelling has been corrected. 

Accordingly, Applicants rcspectftilly request the withdrawal of rejections under § 1 12, 
second paragraph. 

Chmn Re jections - 35 U-S.C. € HBTa^ 

Claims 1-2, 7-9, 12-14, 17, and 18 were rgected under 35 U,S,C § 103(a) as being 
unpatentable over Barton (U.S. Patent No. 5,343.461) in view of Gewin (U.S. Patent No. 
5,060,226). Claims 15-16 were rqected under 35 U.S.C. 103(a) as being unpatentable over 
Barton, Gewin, and Garcia (U.S, Patent No. 5,224, 149) in view of adtritted prior art 
disclosed in Ae specification on page 14, Imes 11-16. Claims 4, 22, 29, 32, and 36 were 
rejected under 35 U.S.C. 103(a) as being unpatentable over Barton in view of Gewin, and 
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Garcta Claim 28 was rejected under 35 US.C. 103(a) as being unpatentable over Barton in 
view of GewHi, and Gaida Ctaims 30, 31, and 37-39 were rgectcd under 35 U.S.C. 103(a) 
as bdng un|>ata3tsd>le over Barton, Cewin« and G^ciain viewof aduatted prior art disclosed 
in the specification on page 14, lines 1 1-16. Claims 5 and 6 wc^ rejected under 35 U.S.C. 
103(a) as behiig unpaEteiitable over Barton, Gewin, and Garcia Claims 10 and 27 were 
rejected under 35 U.S.C. 103(a) as bdng unpatortable over Barton, Gewin, and Garcia, 
Claim 43 was rejected under 35 U.S.C. 103(a) as bdng unpatentable over Barton in view of 
adttritted prior art disclosed in the specification on page 14, lines U-16. ClainB 19, 21, 33, 
35, 40, 42, 44, and 46 were rejected under 35 U.S.C. 103(a) as bdng unpatentable over 
Barton, Gewin^ Garci^ md admitted prior art in view of Bergstrom (U.S. Patent No. 
5,521,977). Applicants respectfully traveise the rejections. 

Ctejeralty, to establish a prima facie case of obviousness under § 103(aX three danents 
must be satisfied. First, there must be sotne aflSnnative suggestion or motivation in the prior 
art to combine or meodil^ prior art references. Second, there must be a reasonable expectation 
of success found in the prior art. Third, the prior art refer^ces must teach or sMggest all of 
the claim limitations, MPEP2143. 

Rejection of Claims 1-2. 1-9. 12-14. I7. a nd 18 over Barton in vi^w nf fif*win 

hKlependeni daira 1 con?)rises, in pertineant part, "a second selectivetv activated 
loQpbjSck gf^mt which, wh«i activated^ provides a fourth signal transnission path b^weeo the 
secon(}^pp^^pQrt and the Itat outinit nort ^ (En^jhasis added) The Examiner asserted that 
"Barton teaches perfonmang a loopback from the user side 24:34-55" and that this implies that 
such a second selectably-activated loopback circuit is ^Inhercaitly part of the [Barton] systwn". 
(Office Action ai pages 5 and 8.) However, Applicants re^pectfiilly submit that Barton does 
rjiot teach, explicitly or inheroitfy, these dann limitations. 

Contrary to the Exan»i»-*s assertion. Barter does not teach a sdectabfy-activated 
second loopback circuit betwe^ a second input and a first output Barton only teaches the 
use of both manual and remote loopback circuitry associated with a stngU fiuulity loopback 
path between a first input and a second outpur within the diflgnngh>. mtprfa^i^ 7nn (Sec 
Barton, Figs. 5 and 6; 1 9:53-67 and 20: 1 -4). The folio wng conrnnents demoiKstrate this. 

first, the text referred to by the Examiner in Barton at 24:34-55 describes a 
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parforaiance immitor 150, ^ch can only niomtor and store perfomiance information m the 
diagaosticsinterfiice 200 oa the transnait signal Thep«formanceTOonit<a^ ISOisno 

associated witfi loopback ctrcuitiy for the second input because it teadies monitoring 
perfomance of the second input directly, not looping it back. As a resak^ Barton does not 
*^each perfonrang a loopbac^ from the user side at 24:34-55" (OfiSce Action at pages 5 and 8) 
using the pedbrmance monitor 150 described ther^ 

Second^ Baxtoo teaches that ^^ipon ocaeion it is necessary that the diagnostics 
tnter&ce 200 be manually operated and placed into a J^^t y loop-^back test by using the 
manual control feature ofthe interface 200." (37:29-32. Seeaboy73-3Zy Uttsfecjlitx 
loop-back, v^ch is described throu^^ut the Barton reference^ refers to loopback toward the 
central station froman eod-u&er. not toward the CTd-user. (See Barton at 1:49-52 and Figs. 1- 
6.) Notably, it can be activated manualiy from the us^ side in Barton but does not comprise a 
second loopback circuit from a second input to a first output . 

Third, as is apparent in Barton from Figs. 5 and 6 and the disclosure at 30:56-31:6, the 
Kl relay 155 provides only a single facility loopback pa^. That single path flows from the 
first inpQt to the second output . In fad Barton does not teach or suggest any rday circuitry 
to switch the path of the second input to the first output > Thus, because the second input in 
Barton is connected mfy to the second output at transfoimer 135 and to the perfoimance 
monitor 150, no fourth transmission path is taught or suapested betwem a second input and a 
firsi ptrtpul- Conseqweatly, Barton does not teach or suggest, either explidtly or inherentfy, 
the selectably-activated second loopback circuit linsitatioDS of claims I and 22. 

Applicants dgree with the Examine that Barton does not teach the following, '^a 
controller to «;tivate the second loopback circuit and to activate first and second loopback 
circuits siniuhaneously.** (QflSce Aclion al page 5 ) However, Applicants respectfidly submit 
that Gewin does not teach the limitation of "a controller coupled with the first and second 
selectabty-^ivated loopback circuit configured to selectively activate the fii^ and second 
sdectabJy-activated loopback circuits individually and simultaneously." 

First, the data selector 58 in Gewin jefeired to by the Examiner (Office A<^ion at page 
5) is not a loopback controller and carniot activHte sdectivdy the second loopback circuit. As 
e^qjhuned by Gewin at 6:7-15, the data selector provides for the monitoring of both the near 
and fer sides of the Knes, not fi^r looping; back the incoming signals, eithea- sdectively or non- 
selectively. In practice, the Gewin data s^ector 58 '^Switches or interrogates rapidfy betwe^ 
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inpvit signal 62 and input signal IT" (6:7-8) sudi (hat its monitomg capabltity operates non- 
selectively azid independerrt of any loopback capability in the Ge^vm test system. 

Second, one skilled in the art nnfit find a motivatioti in the prior art to combme Barton 
andGewinto sugg^theUjmitatiotr^of independez^ The Esioninsr asserted that it 

would have been obvious io one skilled in ttft^ art to mcoiporaie Gewin into Barton to inoprove 
Barton*$ syst^ loopback capabilities of near and far sides. (OfiSce Action at page 6.) As 
discussed above. Barton does not teach or suggest a near side loopback capability to inq)rove. 
In addition, one of skill in the art wotdd have no motivation to consbine Barton and Gewin 
because Barton teach^ asystem that operates at the g ) p^^-user location via a diagnostics 
interface 200 and has no need to loop back toward digital transmissior) lines on the near side. 
(See Barton, Figs. 1-6.) Specificalfy, the ^'fecility loop-back difgnostics interface 200 is 
operativdy connected to the network interface, thereby serving as a termination point for the . 
, . ciKton^r premises equq^naent at the location qfthe end-userr (27:59-63, ©ntiphasis 
added) NotaWy^ without the need to investigate near side lines using a second loopback. 
Barton suggests that a performance monitor 150 that monitors its second dig^ input is 
sufficient diagnosdcaOy without a second loopback capabiUty^ In contrast to Barton, as seen 
explicitly in Figs. 2 and 3 of Gewin, Gewin tcadies and suggests use of its network test system 
to test digital lines feet^^ the near side and far side, not at the location the eaid^user . As 
sudi, one skilled in the art vvould find no motivation in tfie prior art to incorporate the 
teachings of Gewin into the system of Barton to inprove the lookback capability of the near 
side since Barton has no need to test digital lines at the near side with the Gewin test system 

Third, whatever loopback capability that the Gewin test ^stem has is not selectalpJg . 

In fact, Gewin teaches away from selectiveness by teaching onh^ simuItaneQ ug. nnn-jctpJortivA 

foophadc Specifically, Gewxn states: 

It is irt^iortant to note that w*en remote unit 44 is latched in this loopback tnode, 
all the data received by remote unit 44 fi-om eitibier direction is echoed or looped 
back in the direction it was received fi-om (either ihe near or fer side of the line; as 
iUustrated). All data is tooped back to the respective sending device for OTor 
comparison and analysis. 

(Gewin at 6:64-68, 7:1-2.) By e?qJicitly rejecting a controller "configured to selectively 
activate the first and second selectably^activated loopback circuits individually^ it is not 
^ropriate to combine the references as d^ired by the Examiner, 

ThiK, in view of the nassicg elements in Barton and Gewii>, the lack of motivation to 
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combine evm if the elements were taugjit and the feet that the references teach away fnom the 
daitned iixvemicm, it is respectfi% submitted that independent clBim 1 is patentabty distinct 
over the prior art of record Di^>endeQt claims 2-19 and 21 depend from claim 1, and are also 
m condition for allowance. The various dq^endent claims include limitfltions that also define 
over the prior art of record. 

Rqection of ctatms 4. 22, 28. 29. 32, and 36 over Barton ii> view of Gewin and Garcia 

Merely by way of example^ Ae ai;gumeiits applicable to claim 22 below are equalh^ 
applicable to dependent claim 4. Claim 4 depends firom claim 2» and claims 22 and 36 are 
iDdqxvKlent claims. Gaims22^28 29, and32dependfromclaim22. 

Claim 22 recites in pertinent part, ^% sccqn4 g ^lectablv-activated loopback c^^y i ^ 
which, when activated, loops th e s econd regenerated acnal to the first output p ort."' Claim 22 
also includes the foUowiijg pertfaiCTt limitation: "^a controller to activate die second loopback 
circuii and to activate first and second loopback circuits simultaneous V*'" Thus, claim 22 is in 
condition for allowance in view of the overall discussion with respect to claim 1^ above. With 
respect to daim 36^ the argumfflits regarding a Jadk of motivation to con^e Barton and 
Gewin, and the fact that the references teadi aw^ from each other, made with respect to 
claim 1, are applicable and the claim is in condition for allowance. However, these claims are 
in condiUon for allowance for at least the fbliowtng additional reasons. 

In claim 2, depending from claim 1 , a recitation is made that *tbe second signal 
transnussion path fiirther connjjrises a second signal r^enerator" and claim 4, depeiklxng from 
claim % recites in part that *the iburth tr^mission path fiidher connprwes the second signal 
regeneralor when the second selectabiy^-activated loopback circuit is activated." Claim 22 
redtes in pari second signal regenaratot coupled between the second input and output for 
gaieratiQg the second regenerated signal based on the second digital signaL" Finally, 
indq>esadent claim 36 recites the limitation "a second signal transmission path between the 
second input and output ports con^trising a second signal regenerator." 

The Examiner acknowledges that neither Barton nor Gewin make any rrferoocc lo "a 
second signal regeneratoi"'. Itnis, the Exaniiner reUes on Garda as a ttnrd reference to argu^ 
that the limitations of the indicated claims are met. Apphcants ^gree with the ExarairCT that 
"Barton does not teach ... a second signal regenerator coupled between second input and 
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desirable, as in Barton. For at least these reasons, one of skiU in the art W)uld find no 
mottvarion or suggesdon in the prior art to cotnb^ 

view of Garcia. Thus, claiins 4, 22, and 36, »id the claims thai depend fromihem, are 
patentabiy distinct from flie prior art of record 


Qffidai Notice 


The Examine, either itx^^Kcitly or explicitly, has taken OflBcial Notice with respect to a 
nuraber of the claims. For exan?>le» wth respect to claim 28, there is absolutely^ no suggestion 
to condnne the references to teach a pre-equalized circuit to shape tl» second regenerated 
sigmd before it reaches the second output port. Itte Examiner adnits that the three 
refer^ijces do not provide a teaching. However, the Examine then goes on to state that it 
^v-ould have been obvious to incorporate a second pre-equaUzer to shape the signal for the 
second generator into the system of Oewin, Garcia and Barton. (OflBce Action at page 9). 
Since no art is provided with respect to the recited limitatiorte of claim 28 and the three 
references are admitted as not teaching the limitations, the Examtna- appears to be taking 
official notice. 

The Applicants request that support for the taking of Official Notice be provided as 
required by 37 CFR 1. l04(dX2) and MPEP 2144.04. 

Support for the taking of OflBcial Notice is requested with respect to all claims for 
which such notice is taken (e.g., claims 5, 6, 10, 27 and 28) 

Further Rejections using a Combination of Barton, Ge^vi^, GBrcia. and allegedly admitted 

Claims 15-16 w^ rejected und» 35 U.S.C- 103(a) as being unpatentable over Barton, 
Gewin, and Garda in view of admitted prior art disclosed in the spedfication on p^e 14» lines 
n-16. Claims 30, 31, and 37-39 were rejected under 35 u s e. 103(a) as being unpatentable 
over Barton (U.S. Patent No. 5^3,461), Gewin (U.S. Patent No. 5,060;226), and Garcia 
(U.S. PatOTt No. 5^24,149) in \iew of admitted prior art dbdosed in the specification on 
page 14, lines 1 1-16. Claims 19, 21, 33, 35, 40, 42, 44, and 46 wore rejected inider 35 
U.S.C. 103 (jO as being unpatcntaWe over Barton, Gewin, Garcia, and admitted prior art in 
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output/* (QSSce Action at page 8, lines 12-14.) However, Applicants xespectfiiHy submit that 
diere is no nK)tivation or suggestion to comtme "a second regen^ator of Garcia into the 
system of Barton in view of Gewin to inqwove the system loopbadc capabilities for near and 
fersid^". (Office Actional page 9, teo^ 1-2.) 

Firsts Applicants itsspeclfully point out that daim 36 does not include a limitation 
involving a loopbacJk feature. Ihus, one of skill in the art would find no motivation to 
combine a second regenerator JQrom C^da into Barton to improve loopback capabilities in 
claim 36. 

Second, and ttio(>ortantly. Barton and Garcia do not provide an affirmative motivation 
or suggestion for one skilled in the art to condxne or modib^' the two references to aiTive at the 
limitations of claims 4, 22, and 36 with respect to the second regenerator in combination with 
the associated recitations. Specifically^ neith^ Barton nor Gewin provide motivation for the 
fourth transnassion pat h furth er comprising the second re^aator when the second 
s eiectabh^-acttvated loopback circuit is activated as in claim 4; motivation for a second signal 
regenerator coupled between ihe s econd input and ourpur for generating the second 

regmerated signal base d on the seco nd qi^nat m rUim 27,; nr mnt ivatirtn fnt- acg^^j^jrl 

si gnal transmission path comprising a second signal regenerator as in claim 36. Among other 
thmgs, as discussed above. Barton teadies a system operating at the end-user location. As 
such, Ae tranmissiott signal sent from the second input transformer 139 in Figs. 5 and 6 of 
Barton is already appropriate to feed directly into tte build-out circuit 129 for attenuation 
according to switch logic 189 without reyeneration. (32:23-58.) Thus, die indicated signal 
path 1 14 between transformers 139 and 135 in Barton ejqjlicitly needs no regeneration, and 
Barton provides no additional teaching related to a second regenerator that would motivate 
the condnnation with Gewin and then with Garcia 

On the conlraiy. Barton suggests that a second regenerator of the second transmission 
signal path 114 is not desirable because^ as seen in figs. 5 and 6 of Barton, die monitoring 
regen^or 126 r^werates the test signal for the p^ormance movaXoi 150 only after beigg 
SpULofirfh>m the second transmission path 114. 

Similarly^ Garda teaches a repeater operating along a digital transmission aw£y jfrom 
an end-user k>cation. (Garcia^ Figs. I and 2.) 

Thus, one of skill in the art would find no suggestion or motivation in the dted art of 
record to use the second regtti^or at ^ end-user location whece a second generator is irot 
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Attorney DofAam. <MhVElZ24 PATENT 

s/N.: mmo,4iB 

view (rfBe^gsttom (U.S. Pat^ No, 5,521,977). Indepaident claim 43 has been rejected as 
being ui:q}atent^le over Barton in view of Ibe same alleged art 

As a prelimtnaiy matter. Applicants disagree with the Exaniner's recitation of the 
allegedly admitted prior art. Notably, Ihe patent djbclosure states that 

'tsluch detectors are known in the art but ha\e not been utilized on extension 
repeaters. Ihese detectors determine, based on the received data's characteristics, 
the DS-l fiaming type being used by the sending network. Framing possibilities 
itichide: unfiramed. SF/D4, and Tl-ESF and dejSne exactly how data and control 
bits are grouped, what are allowed bit sequences, and what bk codes indicate 
jGrame beginnings/* 

(P^e 14, lines 12-16, emphasis added.) 

Applicants respectfldV submit that Ihe stat^nent made at page 14 is not a teaching^ 
particutarl^ when considered in light of all of the cl^om hmitations. Mere^ by way of example, 
with respect to tndeperulent claim 43^ the alleged prior art does not affiitnatively teach or 
surest fast and second frame format detectors configured to determine the formats of first 
and second signals on first and second transmis^^ At best, the dted 

statement at page 14 simply teaches frame detectors do, l%is means that no piior art 
reference or admission has been cited in fte Office Action to teach frame detectors that are 
configured as claimed 

Furtha:^ no affirmative motivation or suggestion exists in the prior art to combine 
&ame detectors with the prior art of record, including Barton, to improve visual indication of 
the signals received (Office Action at page 1 3, line 1 -2,) In the present application, tiie 
statement at page 14 ejj^plicitly declares that jframe detectors are unknown in a repealer. Thus, 
no motivation or suggestion exists in the allegedly admitted prior art to comt»i^ a j&ame 
detector with a repeater, much less into the diagnostic system of Barton to make a repeater. 
Moreover, Barton does not mention frame repeaters or &ame detection, so it cannot provide 
any of tiie n^essaxy motivation to combine frame detectors into the diagnostic system. The 
motivation is also lacking as to the other references of record 

Finatty, the present application teadtes the following purpose of the visual indicator 
limitation that provide indications based on the detected frame format: *Bach side of the 
repeater has a framing indicator 342a which allows a technician to quickly determine if the 
tocal Tl span and the DSX- 1 network agree on rtte framing type used." (Present application 
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at page 14, lines 17-19.) Tliis teaching and jfunctionality do not appear in liie prior art related 
to repeaters^ rodicating the non-obviousness of repeaters con^jrisir^ franoe detectors and 
visual indicators of franK format. For these reasons at least, the prior art provides no 
aOinnalrye motivation or suggestion. 

With respect to the rqectiion of claims 19, 21, 33, 35, 40, 42, 44 and 46, Applicants 
note that the rejection required the combination of fiye different alleged teachings, picl^digg 
alleged adrnitted prior art It is ixnpermissible for the Exanm^ to reconstruct the daimed 
invention from sdected pieces of prior art absmt some suggestion, teaching, or motivation in 
the prior ait to do so. Uniroyal, Inc. v. RudMn-Wiley Corp., 837 F.2d 1044, 1051-52. 5 
USPQ2d 1434, 1438 (Fed, Cir. 1988). ^fhus, referaices cannot be combined based on 
hindsight The feet that the Exananer^empts to combine fi^eref^ 
reject the daims, while not in and of itsdf evideace tiiat the claims would not have been 
obvious to one of otditJtary skill in the art at the time of inveiition, here demonstrates that the 
Examiner is lacking motivation to support the aileged obviou^ess of Applicants^ claims. The 
Examiner has inopentissiWy chained together references. 

rONrLITSION 

Pursuant to the Ofiice Action and the amendnwrnts above; it is believed the ^>pUcation 
is now m corxlition for allowance. Specifically, claims 1-19, 21-33, 35-40, 42-44 and 46 
should be in condition for allowance, l£ however, there are aty outstanding issues that can be 
resolved by telephone conferOTce, the Examiner is earnestly encouraged to tdephone the 
urKl€9rajgned reparesentativa 
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Aitmtey Docket No. 00-VE1Z24 fAlt^lSX 
Sm: 09/630^4X3 

Any fees associated with the fiairg of this p^^er should be identified in an 
accon9>anying transitHltaL Howev^^, if arty additional fees are required in connection with the 
filing of this paper, permission is given to diargB Deposit Account No. 07-2347, xrader order 
number 00-VE12.24. 


Respectfully submitted. 


Dated: December 30, 2004 


Telephone No. (972)718^800 



CUSTOMER NO.: 32127 


Verizon Corporate Services Group Inc. 
do Christian And^en 
600 Hidden Ridge Drive, 
Mailcode HQE03H14 
Irving, TX 75038 
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AMENDMENT TRANSMITTAL LETTER 


Docket No. 
00-VE12.24 


Application No. 
09^630,413 


Filing Date 
Ai^ust 1,2000 


Examiner 
Dmrtry Le^ftan 


Art Unit 
2662 


ApFrficant(e): Demakakos et at. 


Invention: TERMINAL EXTENSION REPEATeR 


TO THE COMMISSIONER FOR PATEIvrS 

Transmitted herewrtn is an amendment !n the aboveHldentlfied appiic^n. 
jf^Q been cak;u!ated and is transmitted as ehown below. 



Claims 
Rcmahilng 
After 

Humber 
Previously 
Paid 

HumbAT 
Exta Claims 
PreserA 



Total CUttnus 



0 

X 


Independent 
CIdlms 



0 




Mu>t4>le D^nderrt Claims (check If appUcaUe) 


□ 


Otfief fee (please Bpocifji^: 


TOTAL ADOmoNAL FEE FOR THIS AMENDMENT: 


0,00 I 


[~|sman£ntfty 


Tj Large Entity 
T) No addrtjonal fee is required for this amendment 

1 Please charge Deposit Account No. ™„ ^® amount of $ 

A duplicate copy of this sheet ie encioeed. 

I |a chertc in the anourrt ofS 


to cover the filing fee ts endosed 


I i Payment by credft card. Fomi PTO-203a Is attached, 

Qt^^^ Director is hereby authorized to charge and credit Deposit Account No. 07-2347 
as described below, A duplicate copy of this sheet is endosed- 

[x] Credit any overpayment. 

fxl Charge any alditjkJnaf mr^ or applicErtion processing fees requi^ under 37 CFR 1.16 and 1.17. 



Joe! Wail, Attora^y^^ - 
Attorney Reg! m: 25,648 

VERIZON CORPORATE SERViCES GROUP. INC. 

c/o Christ^ Arxiersen 

600 Hidden Ridge / Mailcode HQE03H14 

Irving. TX 75038 

(977)718-4800 

Curfomef NO. 32127 


Dated: December 30, 2004 


Amenctawnt Trar»mtcUtl 

f henaby certify Ihal 1Mb ooneBpondancfl is b«igfqc8tfT^trBnsniM0d to flj? US f 
9315. on tt» iJate siwwn betorw. 



Tradomsiflc Offteo, fatosjmie no. (703) 872* 
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